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Last September President Obama signed into law the Leahy-Smith America Invents Act 
which amounted to the most sweeping reform to U.S. patent law in almost 60 years. With 
large industry support from the likes of Apple, Facebook and Google, the Act passed by 
wide margins in both the Senate and the House prior to becoming law. The Act sought to 
bring our outdated body of patent law up to speed with today’s technology. Proponents of 
the Act are hopeful it will reduce the costs of litigation, promote increased innovation, 
and bolster sagging U.S. job growth. 
 
Although the so-called “first to file” provision has grabbed the spotlight, the Act includes 
other important reform measures that arguably demand serious consideration from those 
practicing in the field. One of those measures is the new “Joinder of parties” provision 
which went into effect last September at the time the Act was signed into law. 
 
Not Everyone Can be Required to “Join” the Party 
The Joinder of parties provision amends Chapter 29 of title 35 of the United States Code 
by adding certain conditions which must be met prior to joining defendants in an 
infringement action – specifically, accused infringers may be joined as defendants only if 
the allegations: (1) relate to the same accused product or process, and (2) involve 
questions of fact common to all defendants. Perhaps most interesting, the new provision 
also states what allegations are not sufficient for the joining of defendants in a single suit 
– accused infringers may not be joined in one action as defendants based solely on 
allegations they each have infringed the same patent or patents at issue. 
 
What might the Joinder of parties provision mean for attorneys and the courts? 
The Joinder of parties provision was intended to curtail what some claim to be an abusive 
tactic in infringement actions – that of joining unrelated but allegedly infringing 
defendants in a “shotgun-style” approach. Noted in a recent article published on January 
23 of this year by The National Law Journal, filings involving multi-defendant cases by 
non-practicing entities spiked dramatically just before the provision became law in a race 
to file as many multi-defendant cases as possible prior to the Act’s passage. So, clearly 
those with a stake in the outcome are paying attention. 
 
One could argue the new Joinder of parties provision will cause the overall number of 
infringement filings to jump in the future. According to numbers tracking non-practicing 
entities in the same article in The National Law Journal, for October, November and 
December of last year – the three months following the month the Joinder of parties 
provision became law – the average number of defendants per lawsuit showed a decrease, 
while the total number of lawsuits filed showed an increase as compared to earlier 
months. Since the Joinder of parties provision now plainly states that plaintiffs are 



restricted from joining defendants based solely on allegations they have infringed the 
same patent in the suit, it stands to reason the number of single filings will increase in 
response. 
 
In addition, for judges that are currently hearing multi-defendant infringement cases, and 
for future cases involving multiple defendants, surely a fair amount of pre-trial time will 
need to be devoted to sorting out those that may be improperly joined and fleshing out the 
application of the Joinder of parties provision. One such case has already come down the 
pike – in a December 2011 infringement action decided by the U.S. District Court for the 
Northern District of Illinois, the court directed dismissal without prejudice of two of the 
defendants based on the argument that defendants were unrelated companies and had 
nothing in common but for the allegation they had infringed the same patents. Although 
the case was filed prior to the Joinder of parties provision becoming law, the Judge 
included a note that his decision was consistent with the Act. 
 
As for the new Joinder of parties provision – it’s too early to definitively determine what 
effect, if any, it will have in the industry. How all this affects litigation case load, costs, 
strategies, and venue is yet to be seen. One effect may be to thwart the Act’s intended 
purposes by increasing the costs of litigation, slowing down infringement cases, and 
over-crowding judge’s dockets. 
 


